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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-6, 8, 10-17, 19, 30, 35-47, 49-55 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

In claim 1 lines 4-5, the applicants recite "a polymeric composition including an 
internal mold release agent" (i.e. internal mold release agent is a required 
ingredient/compound). However, in the dependent claim 17, the applicants recite the 
film comprises "from about 20 weight percent to 100 weight percent of said polymeric 
composition, up to about 80 weight percent of a plasticizer, and up to about 30 weight 
percent of a mold release agent " (emphasis added). When the film comprises 100 
weight percent of the polymeric composition, the mold release agent must comprise 
zero weight percent. Further, the examiner interprets the phrase "up to about 30 weight 
percent of a mold release agent" means zero to 30 weight percent of the mold release 
agent. The examiner also interprets up to about 80 wt% of plasticizer means zero to 80 
wt% of plasticizer. Therefore, it is unclear from the independent claim 1 that whether 
the mold release agent is a required ingredient/compound or an optional 
ingredient/compound. For the purpose of examination, the examiner will reserve the 
right to interprets 0% weight percent of mold release agent in the prior art read on 
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applicant's claimed invention. The examiner also reserve the right to interprets 0% 
weight percent of plasticizer in the prior art read on applicant's claimed invention. 

In claim 15, the examiner reserves the right to interprets "up to about 90 weight 
percent monomer" means 0-90 wt% of monomer. 

Claims 16-17 recites the limitation "said nanoimprint resist" in lines 1-2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claims 2-6, 8, 10-17, 19 are indefinite because they directly or indirectly depend 
on claim 1. 

In claims 30 and 38, the applicants recite "comprising a polymeric composition 
including an internal mold release agent ". As discussed above, it is unclear from the 
claim that whether the mold release agent is a required ingredient/compound or an 
optional ingredient/compound. For the purpose of examination, the examiner will 
reserve the right to interprets 0% weight percent of mold release agent in the prior art 
read on applicant's claimed invention. 

Claims 35-37, 39-47 are indefinite because they directly or indirectly depend on 
claim 30 or 38. 

In claim 49, the applicants recite "the film comprising from about 20 to 1 00 wt% 
of a thermoplastic polymer and an internal mold release agent " (emphasis added). 
When the film comprises 100 weight percent of the thermoplastic polymer, the mold 
release agent must comprise zero weight percent. Therefore, it is unclear from the 
independent claim 49 that whether the mold release agent is a required 
ingredient/compound or an optional ingredient/compound. For the purpose of 
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examination, the examiner will reserve the right to interprets 0% weight percent of mold 
release agent in the prior art read on applicant's claimed invention. 

Claim 54 depends on claim 49. When the film comprises 100 wt% of 
thermoplastic polymer (as recited in claim 49), the amount of plasticizer, monomer, 
lubricant, or any combination thereof (in claim 54) must be zero weight percentage. 
Therefore, it is unclear from the claims whether the plasticizer, monomer, lubricant are 
required ingredient or not. 

Claims 50-55 are indefinite because they depends on indefinite claim 49. 
Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



4. Claims 1 -4, 6, 8, 1 5-1 7, 30, 35-40, 42-47, 49-50, 52-55 are rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
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claims 1-3, 7, 14, 19 of U.S. Patent No. 5,772,905 in view of Gebhardt et al. (US 
5,731,086). 

The independent claims 1 , 30, 38, 49 of the present application differ from the 
claim of US 5,772,905 by further specifying the polymeric composition capable of being 
deformed by said mold at a temperature of less than 200 °C, wherein the polymeric 
composition comprises a thermosettable polymeric composition, a photocurable 
polymeric composition or both (claim 1); or wherein the polymeric composition 
comprises a thermosettable polymeric composition and a photocurable polymeric 
composition (claim 30). However, the US patent 5,772,905 clearly discloses the use the 
thermal plastic polymer which is capable of being deformed by the mold. Gebhardt 
teaches to use thermosettable polymer composition which is capable of being deform at 
23.5 °C with superior duplication pattern with minimal loss of debossment precision of 
the grooved pattern (col. 10 lines 1-35, col. 11-12, ) or the mixture of thermoset and 
thermoplastic (col. 26). It would have been obvious to one having ordinary skill in the 
art, at the time of invention, to modify US Patent 5,772,905 in view of Gebhardt by using 
thermoset polymer which is capable of being deformed at a temperature less than 200 
°C because it has superior duplication pattern with minimal loss of debossment 
precision of the grooved pattern. 

The claims of US 5,772,905 do not disclose the present of the internal mold 
release agent. However, as discussed above under 35 USC 112, 2nd paragraph, the 
examiner interprets that the claims of US 5,772,905 discloses to use 0 wt% of internal 
release agent (Read on applicant's claim limitation because it is possible for the claim of 
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the present invention comprises 0 wt% of internal release agent). Further, Gebhardt 
teaches to use release agent in order to enhance the removal process (col. 48 lines 30- 
40). 

Respect to independent claims 1 , 30, the claims of US 5,772,905 also fail to 
disclose photocuring, thermal curing or both thermal curing and photocuring the 
polymeric composition. Gebhardt teaches to thermal curing and/or photocuring the 
polymeric composition (col. 25 lines 15-59, col. 48 lines 58-67) in order to cure and 
harden the film. It would have been obvious to one having ordinary skill in the art, at the 
time of invention to thermal curing and/or photocuring the polymeric composition in 
order to cure and harden the film. 

Respect to claims 2, 52 Gebhardt discloses a homopolymer, copolymer, block 
copolymer (col.40 line 34-47). Respect to claim 3, 39, 50, Gebhardt teaches the 
polymer comprises poly (vinylacetate) (See col. 42 lines 57-60, col. 44 lines 45-51). 

Respect to claims 4, 40, 53, Gebhardt teaches the use oligomer comprises an 
epoxy resin (col. 1 1 lines 5-7, col. 13 lines 38-40, col. 38 lines 50-55). Respect to claim 
8, Gebhardt discloses the thermosettable polymer is capable of being deformed at room 
temperature (col. 10 lines 1-20). 

Respect to claims 6, 38, and 42, Gebhardt discloses the polymer comprises a 
crosslinker including divinyl benzene (col. 25 lines 1-14, col. 39 lines 55 to col. 40 line 5, 
col. 40 lines 35-48). It would have been obvious to one having ordinary skill in the art, 
at the time of invention, to modify US Patent 5,772,905 in view of Gebhardt by having 
crosslinker including divinyl benzene because it will help to toughening the polymer. 
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Respect to claim 8, Gebhardt teaches the polymer composition is capable of 
being deformed at room temperature (23.5 °C, col. 7 lines 45-51). 

Respect to claims 15-17, 54, as discussed above the examiner interprets US 
5,772,905 claim teaches to use 0 wt% monomer, and/or 0 wt% plasticizer, or 0 wt% 
mold release agent since the claim 5,772,905 does not mentions these ingredients. 
Further, Gebhardt also teachers it is possible for the polymer comprises plasticizer, 
monomer, addictive in order to enhance polymer composition (col. 42-43, col. 44 lines 
44-52). 

Respect to claims 35-37Gebhardt teaches the thermosettable is hardened by a 
thermal treatment (i.e. curing process) and the photocurable is harden by UV exposure 
(col. 1 1 lines 5-7, col. 25 lines 19-40). It would have been obvious to one having 
ordinary skill in the art, at the time of invention, to thermally curing and UV cured the 
polymer because it helps to harden the polymer. 

Respect to claims 43-44, 46-47, Gebhardt disclose the mold imprint at least one 
layer of multiple layers of composite (Fig 1 B-1 F, col. 48). The limitation of claim 45 has 
been discussed above under Gebhardt reference. Respect to claim 55, Gebhardt 
teaches the thermoplastic polymer comprises poly (vinylacetate) (col. 42 lines 26-60, 
col. 44 lines 45-52). 

Response to Arguments 

5. Respect to previous nonstatutory obviousness-type double patenting rejection, 
the applicants states "Independent claims 1 , 30 and 38 are amended to recite the 
presence of an internal mold release agent in the polymeric composition, a feature that 
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is not disclosed in either U.S. Patent 5,772,905 or Gebhardt. Support can be found in 
the specification on page 17 at line 3. Since the combination of references does not 
teach all c the claim features, prima facie obviousness is not supported and the 
rejection should be withdrawn." The examiner disagrees. First, as discussed above 
under 35 USC 112, 2nd paragraph rejections, it is possible for the claims of the present 
invention comprises 0 wt% of internal mold release agent. Second, Gebhardt teaches 
clearly to use release agent in col. 48 lines 30-40 or col. 49 lines 5-10. Therefore the 
examiner maintains that the combination of reference teaches all the limitation of the 
present invention. 

The applicant's argument with respect to previous 35 USC 103(a) rejections in 
page 10-1 1 is persuasive. Thus, the examiner withdrew the previous 35 USC 103(a) 
rejection. 

The applicant's amendment result additional new ground of rejection as 
discussed above. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Binh X. Tran whose telephone number is (571) 272- 
1469. The examiner can normally be reached on Monday-Thursday and every other 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on (571) 272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Binh X Tran 
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/Binh X Tran/ 
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